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DETAILED ACTION 

Claim Rejections - 35 USC § 101 
1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 9 and 16 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Claims 9 and 16 are drawn to functional descriptive 
material NOT claimed as residing on a computer readable medium. MPEP 2106.IV.B. 1(a) 
(Functional Descriptive Material) states: 

"Data structures not claimed as embodied in a computer-readable medium are descriptive 
material per se and are not statutory because they are not capable of causing functional change in 
the computer." 

"Such claimed data structures do not define any structural or functional interrelationships 
between the data structure and other claimed aspects of the invention which permit the data 
structure's functionality to be realized." 

Claims 9 and 16, while defining "a storage medium on which is stored instructions for 
performing. . ." does not define a "computer-readable medium" and is thus non-statutory for that 
reasons. A "storage medium on which is stored instructions for performing. . ." can range from 
paper on which the program is written, to a program simply contemplated and memorized by a 
person. The examiner suggests amending the claim to embody the program on "computer- 
readable medium" in order to make the claim statutory. 

"In contrast, a claimed computer-readable medium encoded with the data structure 
defines structural and functional interrelationships between the data structure and the computer 
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software and hardware components which permit the data structure's functionality to be realized, 
and is thus statutory." - MPEP 2106.IV.B.l(a) 

Claim Rejections - 35 JJSC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1-9 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claims 1 and 9 recites the limitation "the filtered signal" in line 6. There is insufficient 
antecedent basis for this limitation in the claim. It is indefinite as to whether the limitation is 
talking about the "residual signal" or another portion of the signal. 

Claim 2 recites the limitation "residual signals" in line 1. There is insufficient antecedent 
basis for this limitation in the claim. 

Claim Rejections - 35 USC §102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 
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Claims 1-5 and 9-16 are rejected under 35 U.S.C. 102(b) as being anticipated by USPN 
6,037,984 to Isnardi et al. ("Isnardi"). 

As to claim 1, Isnardi discloses a method of processing a digitally watermarked media 
signal, the method comprising: 

Receiving a watermarked media signal (Fig. 6, MPEG Bitstream); 

Filtering the watermarked media signal to leave a residual signal from which a digital 
watermark is decoded (Fig. 6, element 602 and column 7, lines 5-9, wherein the media signal is 
filtered to leave residual signal (W)); 

Sending the filtered signal to a remote system for extracting the digital watermark from 
the residual signal (Fig. 6 element 604 and column 7, lines 16-21, wherein the signal is sent to 
the "Watermark Remover/Comparator" system for extracting which corresponds to a remote 
system since they are remote from the rest of the circuits/systems 602 and 606). 

As to claim 2, Isnardi discloses the method of claim 1, including: 
Progressively sending residual signals in more detail to the remote system (column 2, 
lines 64-65 and Fig. 6, wherein each block being sent on a block-by-block basis corresponds to 
progressively sending portions and wherein the signal is sent to the "Watermark 
Remover/Comparator" system (element 604), each block providing more detail). 
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As to claim 3, Isnardi discloses the method of claim 1, wherein the residual signal 
comprises a quantized version of the watermarked media signal (column 7, lines 8-9). 

As to claim 4, Isnardi discloses the method of claim 1, including: 

Transforming the watermarked signal into a domain in which the digital watermark is 

embedded before sending the filtered signal to the remote system (column 4, lines 5-1 1 and 

column 7, lines 5-9). 

As to claim 5, Isnardi discloses the method of claim 4, including transforming the 
watermarked signal into a color space (column 3, lines 54-58 and column 7, lines 5-9). 

As to claim 9, please refer to the rejection of claim 1 above. 

As to claim 10, Isnardi discloses a method of processing a digitally watermarked media 
signal, the method comprising: 

Receiving a watermarked media signal (Fig. 6, MPEG Bitstream); 

Identifying portions of the watermarked media signal to send to a remote system for 
watermark decoding (Fig. 6, element 602 and column 2, lines 61-64, wherein blocks correspond 
to portions identified); and 

Progressively sending the portions of the watermarked media signal to the remote system 
for watermark decoding (column 2, lines 64-65 and Fig. 6, wherein each block being sent on a 
block-by-block basis corresponds to progressively sending portions and wherein the signal is 
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sent to the "Watermark Remover/Comparator" system (element 604) for extracting which 
corresponds to a remote system since it is remote from the rest of the circuits/systems 602 and 
606). 

As to claim 11, Isnardi discloses the method of claim 10, including: 

Identifying blocks of the watermarked signal that are likely to have a stronger watermark 

signal for sending to the remote system (column 7, lines 14-16, wherein the control signal 

contains info identifying which blocks contain watermark data). 

As to claim 12, Isnardi discloses the method of claim 11, wherein the identifying includes 
analyzing signal metrics of the blocks and ranking the blocks for sending based on the signal 
metrics (column 7, lines 14-16). 

As to claim 13, Isnardi discloses the method of claim 10 including: 
Progressively sending frames of the watermarked signal to the remote system for 
watermark decoding (column 2, lines 64-65 and column 3, lines 46-63, wherein each frame is 
divided into blocks which are progressively sent for watermark decoding). 

As to claim 14, Isnardi discloses the method of claim 13, including progressively sending 
frames of images (column 2, lines 64-65 and column 3, lines 46-63, wherein each frame is 
divided into blocks which are progressively sent for watermark decoding). 
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As to claim 15, Isnardi discloses the method of claim 13, including: 
Progressively sending filtered frames of the watermarked signal (column 2, lines 64-65 
and column 3, lines 46-63, wherein each frame is divided into blocks which are progressively 
sent for watermark decoding and Fig. 6, element 602 and column 7, lines 5-9, wherein the frames 
are filtered to leave residual signal (W)). 

As to claim 16, please refer to the rejection of claim 10 above. 



Claim Rejections - 35 USC § 103 



4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



Claims 6-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Isnardi. 

As to claims 6-8, Isnardi discloses receiving a watermarked signal. Isnardi does not 
disclose expressly the capturing of the watermarked media signal by a capture device or that the 
capture device is a camera or microphone. However the process disclosed by Isnardi is generally 
applicable to any type of watermarked media signal. The examiner takes Official Notice that it 
is well known that watermarked signals are captured using capture devices like the camera and 



Application/Control Number: 10/828,930 Page 8 

Art Unit: 2625 

microphone. Therefore, it would have been obvious capture a watermarked media signal with a 
capture device like the camera or microphone. 

Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

USPN 6,154,571 to Cox et al. discloses decoding a watermarked media signal. 
USPN 5,859,920 to Daly et al. discloses decoding a watermarked media signal. 
USPN 6,529,506 to Yamamoto et al. discloses decoding a watermarked media signal. 
USPN 5,933,798 to Linnartz discloses decoding a watermarked media signal. 
USPN 6,381,698 to Devanbu et al. discloses decoding a watermarked media signal. 
USPN 6,400,826 to Chen et al. discloses decoding a watermarked media signal. 
USPN 6,332,030 to Manjunath et al. discloses decoding a watermarked media signal. 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Aaron W. Carter whose telephone number is (571) 272-7445. 
The examiner can normally be reached on 8am - 4:30 am (Mon. - Fri.). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bhavesh Mehta can be reached on (571) 272-7453. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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